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COMMENTS 

Claims 33-41, 43-46 and 74-86 remain pending in the present application. Claims 33, 36, 
38 and 45 having been amended. The claims set forth above include marking to show the 
changes made by way of the present amendment, deletions being in strilc e out and additions being 
underlined . 

In response to the OflBce Action notified January 25, 2008, Applicants respectfully 
request the Examiner to reconsider the above-c^tioned application in view of the foregoing 
amendments and the following comments. 
Amendments to the Claims Add No New Matter 

Applicants have amended Claims 33, 36, 38 and 45 to correct typographical errors. The 
amendments are supported the drawings, for exanple. Figs. 3, 4, 6, 7 and 8 and the related 
descriptions in the specification. 
Smith Does Not QualiR^ as a Prior Art 

Claims 33-35, 37, 43, 44, 46 and 74-86 were rejected under 35 U.S.C. § 102(b or e) 
as being anticipated by Smith (U.S. Patent No. 6,311,843) or under 35 U.S.C. § 103(a) as 
obvious over Smith. Applicants respectfully traverse the present rejection and submit that 
Smith is in fact not prior art under 35 U.S.C. §§ 102 (b or e) nor 103(a) with respect to 
pending Claims 33-35, 37, 43, 44, 46 and 74-86. 

Firstly, with respect to the outstanding rejection under 35 U.S.C. § 102(b), 
Applicants wish to point out that the present Application is a Divisional Application of U.S. 
Patent Application No. 09/690,790, filed October 17, 2000, now Patent No. 6,675,973 Bl 
which claims priority to U.S. Provisional Patent Application No. 60/227,724, titled 
SUSPENSION PACKAGING ASSEMBLY, filed July 31, 2000. Claims 33-35, 37, 43, 
44, 46 and 74-86 are supported by the disclosure of Provisional Patent Application No. 
60/227,724, and thus, are entitled to the July 31, 2000 filing date. 

Smith, on the other hand, according to the front page thereof, was first published on 
its issue date, November 6, 2001. Thus, Smith does not qualify as a prior art under 35 
U.S.C. § 102(b). 

With regard to the remaining rejections. Applicants submit that because Applicants 

reduced to practice the inventions of Claims 33-35, 37, 43, 44, 46 and 74-86. the Smith 
reference is also not available as prior art under 35 U.S.C. §§ 102(e) or 103(a). Further, as 
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described in and thus cannot be relied on for rejecting any of these claims under that section 
or 35 U.S.C. §§ 102(e) or 103(a). 

As noted above, Applicants hereby submit that Applicants reduced to practice the 
inventions of Claims 33-35, 37, 43, 44, 46 and 74-86 prior to October 1, 1999, the filing 
date of the Smith reference. Thus, the Smith reference is not available as prior art under 35 
U.S.C. §§ 102(e) or 103(a). As such the present rejection is moot. 

As evidence of Applicant's reduction to practice October 1, 1999, Applicants have 
submitted herewith a signed declaration under 37 CFR § 1.131 including a copy of a letter 
from WilUamH. Shreve of Knobbe Martens Olson & Bear LLP dated May 28, 1999. This 
letter instructs the recipient to conduct a patentability search and includes a sketch of an 
embodiment of the subject matter recited in the Claims. 

Applicants thus submit that since at least one embodiment of the rejected claims was 
reduced to practice prior to October 1, 1999, (the filing date of Smith), Smith does not 
qualify as a prior art under 35 U.S.C. § 102(e). 

Because Smith does not qualify as a prior art under 35 U.S.C. § 102, it also cannot 
qualify as prior art under 35 U.S.C. § 103(a). Accordingly, there being no other 
outstanding rejection of these claims. Applicants submit that Claims 33-35, 37, 43, 44, 46 
and 74-86 are currently in condition for allowance. 

CONCLUSION 

For the foregoing reasons, it is respectfiilfy submitted that the rejections set forth in the 
outstanding Oflice Action are inappUcable to the present claims. Accordingly, early issuance of 
a Notice of Allowance is most earnestly solicited. 

The undersigned has made a good faith effort to respond to all of the rejections in the 
case and to place the claims in condition for immediate allowance. Nevertheless, if any 
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undeveloped issues remain or if any issues require clarification, the Examiner is respectfijlly 
requested to call Applicants' attorney in order to resolve such issue pronptfy. 

Respectfiilly submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: Mav 27. 2008 By: /Michael Guiliana/ 

Michael A. Guiliana 
Registration No. 42,611 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, CA 92614 
(949) 760-0404 



53874541 
052708 
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EXHIBIT 



FCMCCG.002DV1 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Appl. No. 
Filed 



McDonald et al. 



For 



10/726,256 

December 2, 2003 

SUSPENSION PACKAGING 
ASSEMBLY 



Examiner 



Jacob K. Ackun 



Group Art Unit 



3728 



DECLARATION PURSUANT TO 37 C.F.R. S 1.131 



Mail Stop Amendment 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

This declaration is to establish an invention date of embodiments claimed in the above- 
captioned patent application prior to October 1, 1999, the filing date of U.S. Patent No. 
6,31 1,843 Bl to Smith et al. ("Smith"). 

We, John McDonald, Myles Comerford and Frank Comerford, do declare as follows: 

1. We are the named inventors of the above-captioned patent application and are 
familiar with the prosecution of the application. 

2. We believe that the facts set forth below show that we conceived and reduced to 
practice embodiments of the claimed invention in the above-identified application, at least prior 
to October 1, 1999. 

3. As evidence of the reduction to practice of the claimed invention, we provide 
herewith Exhibit A. 

4. We created a prototype of an embodiment of the claimed invention at least prior 
to October 1, 1999. We believe that the prototype was a reduction to practice of the claimed 
invention. The prototype was a packaging assembly that includes two frames and two sleeves. 
Each frame has two wall structures opposing each other. Each wall structure has a triangular- 
shape in section. Open sides of each frame are formed between the wall structures. When 
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forming the packaging assembly with the two frames, the wall structures of one of the two 
frames are disposed in the open sides of the other. The sleeves are made of a resilient material. 
Each of the sleeves receives each of the frames to form a subassembly. In the subassembly, the 
resilient retention portion of the sleeve extends between the wall structures. When packaging an 
article, the subassemblies nest with each other such that the article is interposed between the 
retention portions of the sleeves. 

5. Exhibit A is a copy of a letter from William H. Shreve at Knobbe Martens Olson 
& Bear LLP dated May 28, 1999 prior to the filing date of Smith, which is October 1, 1999. We 
asked Mr. Shreve to conduct a patentability search on the packaging assembly described in the 
foregoing paragraph before May 28, 1999. Mr. Shreve sent the letter to Stanley Schwartz at 
Schwartz and Weinrieb, enclosing some drawings with short descriptions. Among the drawings. 
Figure 2 (a) shows an open-sided frame and a tube or sleeve. The frame has two wall structures 
opposing each other and two open sides between the wall structures. The wall structure has a 
triangular shape in section. Figure 2 (b) shows that the sleeve receives the frame to form a 
subassembly and further shows that an article is supported between the two subassemblies to 
form a packaging assembly. 

6. This declaration is being submitted after the final Office Action dated January 25, 
2008 as Smith was first cited by the Examiner in the final Office Action. 

// 
// 
// 
// 
// 
// 
// 
// 
// 
// 
// 
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7. I hereby declare that all statements made herem of my ovm knowledge are true 
and that all statements made on information and belief are believed to be true, and further that 
these statements were made with the kno\dedge that willful false statements and the like so made 
are punishable by fine or imprisonment, or botii, under Section 1001 of Title 18 of the United 
States Code and that such willful, &lse statements may jeopardize the validity of the application 
or any patent issued thereon. 

Dated: By: JCV-^L ^(c^^X^gK 

f John McDonald 

^ (7jeu/jt^.^m By: 

3022621 
042208 
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INTELLECTUAU PROPERTY LAW 



KNOBBE. MARTENS. OLSON 8c BEAR 




May 28. 1999 



VIA FACSIMILE 

Stanley Schwartz, Esq. 
Schwartz & Weinrieb 
1 109 Crystal Plaza, Building 1 
2001 Jefferson Davis Highway 
Arlington, Virginia 22202 

Re: 

Our Reference No. FCMCCG.002A 

Dear Stan: 

Please conduct a patentability search 



REDACTED 



KNOBBE. MARTENS, C JON &: BEAR 

Stanley Schwartz, Esq, 
May 28, 1999 
Page -2- 



REDACTED 



I look forward to receiving the search results as soon as possible. 

Very truly yours, 

William H.Shreve 

Enclosures 
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